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LYNCH, Circuit Judge. This case raises inportant i ssues

about the relationship between the Anticybersquatting Consuner
Protection Act ("ACPA") and the World Intellectual Property
Organi zation ("WPQO') di spute resol uti on procedures under the Uniform
Domai n Nanme Di sput e Resolution Policy ("UDRP"). This is adispute
bet ween Jay D. Sal | en, aresident of Brookline, Massachusetts, and
Cor i nt hi ans Li cenci anentos LTDA ("CL"), a Brazilian corporation, over
Sall en' s regi stration and use of t he domai n nane cori nt hi ans.com W
are asked t o det er mi ne whet her Sal | en, a domai n nane regi strant who has
| ost the use of a domai n nane in a WPOdi spute resol uti on proceedi ng
t hat decl ared hi ma cybersquatter under the UDRP, nmay bring an acti on
infederal court seeking (1) a declarationthat heis not inviolation
of the ACPA; (2) adeclarationthat heis not requiredtotransfer the
domain nane to CL; and (3) suchrelief as necessary to effectuate these
ends. ! The district court heldthat federal courts |ack jurisdiction
over such clains. For thereasons that follow, we reversethe district

court and hold that there is federal jurisdiction over such clains.

! Sallen"sinitiationof these proceedingsinthedistrict
court stayed the WPOpanel's order totransfer the domai n nane to CL.
See UDRP 1 4(k), at http://ww. i cann. or g/ udrp/ udr p-pol i cy-240ct 99. ht m
(Oct. 24, 1999). After thedistrict court dism ssed Sallen's suit,
however, the domai n nane was transferred to CL, possibly wongfully in
light of the pendency of this appeal. If the conplaint were
reinstated, thelogic of Sallen's positionisthat Sallen woul d seek
| eave t 0 anend hi s conpl ai nt to request aninjunctionreturningthe
domai n nane.
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l.

Thisisacaseinthe newterritory of cybersquatting (al so
known as "cyberpiracy” or "domain nane hijacking”), an Internet
phenomenon wher eby i ndi vidual s regi ster Internet domain nanmes in
violation of therights of trademark owners. S. Rep. No. 106-140, at
4 (1999). Alternatively, the case may be vi ewed as possi bly one of
"reverse donmai n nane hij acki ng," whereby trademark owners abusi vel y
assert their trademark rights to strip domain names fromri ghtful
owners. See UDRP Rule 1, at http://ww.icann. org/ udrp/ udrp-rul es-
240ct 99. ht m(Cct. 24, 1999) (defining "reverse donmai n nane hij acki ng").
Cybersquatters often regi ster donmai n nanes i ncor porating t he tradenarks
of others, with the intent of selling the domain nanes back to the
trademark owners at aprofit. S. Rep. No. 106-140, at 4-5; H R Rep.

No. 106-412, at 5 (1999); Sporty's FarmL.L.C. v. Sportsman's Mt.,

Inc., 202 F.3d 489, 493 (2d Cir. 2000). Sone trademark owners,
however, may find accusati ons of cybersquatting a conveni ent way to
bypass | egitimate di sputes over tradenmark rights. See 145 Cong. Rec.
S15, 026 (1999).

CL asserts that it has rights in Brazil to the nane
"Corinthiao," the Portuguese equi val ent of "Corinthians,” whichisthe
nanme of a soccer teampopular inBrazil. Inthedistrict court, and

before this court, CL argued that a W PO panel 2 properly found t hat

2 WPOis aninternational organi zationw th 177 nenber states,
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Sal | en was a cybersquatter under the UDRP. The UDRP applies to Sall en
because its terns areincorporatedinto his domain nane registration
agreenment -- aprivate contract. CL says that federal courts do not
have jurisdiction to revisit the issue of whether Sallen is a
cybersquatter as determ ned under that contract. Further, CL says,
federal courts lack jurisdictionover Sallen's suit under the ACPA
because CL has di scl ai ned any i ntent to sue Sal | en under t he ACPA. | f
Sal | en cannot reasonably fear al awsuit under the ACPA, so the argunent
goes, thenthereisno Articlelll case or controversy. CL insists
that its victory under the UDRPis unrel ated to, and unaffected by, any

cause of action under the ACPA. Even if Sallen had an affirmati ve

organi zed to pronote intellectual property protection. Worl d
I ntell ectual Property Organi zation, The Recognition of R ghts and the
Use of Nanes in the I nternet Domai n Nane System Report of the Second
W PO I nternet Domai n Na me Process, at
http://w po2.w po.int/process2/report/htm/report.htm (Sept. 3, 2001)
[ herei nafter Second WPOReport]. Oneof its functionsisto nediate
cybersquatting clains. Either party to a cybersquatting di spute before
W PO nmay el ect to have the di sput e deci ded by a t hree-nmenber panel .
UDRP Rul es 3(b)(iv) and 5(b)(iv). If neither party does soinits
pl eadi ngs, then W PO appoints a sole panelist fromits |ist of
panelists. UDRP Rule 6(b). The WPOdecisionintheCorinthians case
was render ed by a one-person panel. WPOArbitration and Medi ati on
Center, Adm nistrative Panel Deci sion, Corinthians Li cenci anentos LTDA
v. Sal |l en, No. D2000-0461 (July 17, 2000) (Bi anchi, Sol e Panelist), at
http://arbiter.w po.int/domai ns/deci si ons/ htm /2000/d2000-0461. ht m .
The decisioninthe rel at ed case brought by Cruzeiro Li cenci anent os
LTDA (formerly known as Desportos Li cenci ament os LTDA) was i ssued by a
t hree- menber panel. W PO Arbitration and Mediation Center,
Adm ni strative Panel Decision, Cruzeiro Li cenci anentos LTDA v. Sal |l en,
No. D2000-0715 (Sept. 6, 2000) (Barker, Sorkin, and Tamassi a Sant os,
P a n e I i S t S ) , a t
http://arbiter.w po.int/donai ns/ deci si ons/ htm/2000/ d2000-0715. ht i .
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ri ght under the ACPA to use corinthians.com it says, he has
contractual |y wai ved that right by agreeingto the UDRP' s di fferent
| egal standard in his domain name registration agreenent.

Sal | en unsuccessful | y def ended hi s regi strati on and use of
corint hi ans.comin a WPOdi spute resol ution proceedinginitiated by
CL. WPOArbitration and Medi ation Center, Adm ni strative Panel

Deci si on, Cori nthi ans Li cenci anentos LTDA v. Sal | en, No. D2000- 0461

(July 17, 2000) (Bi anchi Sol e Panel i st), at
http://arbiter.w po.int/domains/ deci si ons/ ht m / 2000/ d2000- 0461. ht m .
Sallenthenfiledaconplaint infederal court agai nst CL seeking a
decl arati on that his registration and use of corinthians.comi s not
unl awf ul under the ACPA. Hereliedonboth 15U S. C. 8§ 1114(2)(D)(v)
and the declaratory judgnent statute, 28 U . S.C. § 2201. Section
1114(2) (D) (v) states:
A domai n nane registrant whose domain name has been
suspended, disabl ed, or transferred under a policy descri bed
under clause (ii)(11) may, upon noticeto the mark owner,
fileacivil actionto establishthat theregistration or
use of the domai n name by such regi strant i s not unl awf ul
under this chapter. The court may grant injunctiverelief
t o t he domai n nane regi strant, includingthe reactivation of
t he domai n nane or transfer of the dormai n nane to t he domai n
name regi strant.
15 U.S.C. § 1114(2)(D)(v) (2000).
Sal l en asserts that (1) this provisionof the ACPA creates

an explicit cause of action for a declarationthat aregistrant who has

| ost a domai n nane under the UDRP has | awful | y regi stered and used t hat
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domai n nane; (2) this declarationoverrides the WPOpanel's deci sion
to the contrary; and (3) federal courts nay order the domai n nanme
reacti vated or transferred back to the aggrieved registrant. Sallen's
positionis that, despitethe terns of his domai n name regi stration
agreenent, and despite the WPOpanel's interpretation of thoseterns,
heisentitledtoretainregistrationand use of corinthians.comif his
registration and use of the domain name is consistent with the
Thi s case rai ses anissue of first inpression, requiring us
t o det er mi ne whet her a domai n nane regi strant, who has | ost ina WPO
adj udi cat ed UDRP proceedi ng, may bring an actionin federal court under
§ 1114(2)(D)(v) seekingto override the result of the earlier WPO
pr oceedi ng by havi ng hi s status as a nonvi ol at or of the ACPA decl ar ed
and by getting aninjunction forcing atransfer of the di sputed donain
name back to him The answer to this question turns on the
rel ati onshi p between the ACPA, in particular 8 1114(2)(D)(v), and
deci si ons of adm nistrative di spute resol ution panels contractually
enpowered to adjudi cate domai n name di sputes under the UDRP
The district court dism ssed Sallen's conplaint on the
grounds that no actual controversy exi sted between the parties since CL
never clainmed that Sallen viol ated the ACPA. W hol d that, although CL
representedthat it had "nointent to sue [Sallen] under the ACPAfor
hi s past activities inconnectionwth corinthians.com" an act ual

controversy did exist between the parties concerning rights to
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corinthians.com and that the district court incorrectly dism ssed
Sall en's conpl aint. Section 1114(2)(D)(v) grants domai n name
regi strants who have | ost domai n nanes under admni ni strative panel
deci si ons applying the UDRP an affirmati ve cause of actionin federal
court for adeclaration of nonvi ol ati on of the ACPAand for the return
of the wongfully transferred donmai n nanes. Accordi ngly, we reverse
and remand to the district court.
1.
A. Internet Background
The I nternet i s a network of conputers all owi ng a user onthe
net wor k t o communi cate wi t h any ot her conput er on t he network. See 15
U S.C. 81127 (incorporating, for purposes of the Trademark Act, the
definitionof Internet givenby 47 U . S. C. 8§ 230(f): "the international
conput er networ k of bot h Federal and non-Federal interoperabl e packet

switched data networks"); HH Perritt, Jr. Lawand the I nformati on

Super hi ghway 8 1. 02[ B], at 6-7 (2d ed. 2001) (briefly explaini ng how

thelnternet works); GB. Delta &J.H Mtsuura, Lawof the Internet §
1.02 (2001) (docunmenting the lInternet's history). A thoughthere are
many wi dely used applications on the Internet, Perritt, supra, 8
1.02[B], at 7, the Wrld Wde Wb is the dom nant application, id. §
1.02[ G, at 12. "[T]he Web i s a net hod of organi zing i nformati on
distributed acrossthelnternet.” 1d. Users of the lnternet may nmake

i nformati on avail abl e on t he Wb and access i nformati on nade avai | abl e
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by others. 1d. Internet users are able to access desired content on
t he Web by typinginthe correct Uni formResource Locator ("URL"), or
domai n nanme, whi ch functions nuch |i ke atel ephone nunber, all owi ng a
user who enters the correct address to reach a particular Wb site.?

A domai n nane consi sts of at | east two parts: the top | evel
domai n and t he second | evel domain. The top | evel domai n, such as
.com .net, or .org, is preceded by the second | evel domai n, which
consi sts of a conbi nation of |etters, nunbers, or sone synbols. So,

for exanpl e, inthe domai n nane uscourts. gov, ".gov" isthetop|level
domai n nane and "uscourts" is the second | evel domai n name. A user
wi shing to viewthe Federal Judiciary's official Wb site coul d do so
by entering "http://ww. uscourts.gov" into her Web browser.

Presently, users may not clai mtheir own top | evel domai ns,
but anyone wi shing to obtain a second | evel donmai n nane nay, for afee,
enter into aregistration agreenent with a domai n nane regi strar,
t hereby acquiring exclusiverights tothat second | evel donmain and t he
abilitytocreate as many third (or higher) | evel domai ns as desired
under that second | evel domain.

Di sput es over domai n nanes have becone i ncreasi ngl y conmon

wi th t he expandi ng commerci al use of the Internet. See Managenent of

s The Tradenmar k Act defi nes "donai n nane" as "any al phanuneric
desi gnati on whichis registeredwth or assi gned by any domai n nane
regi strar, domai n name regi stry, or other domai n nane regi strati on
authority as part of an el ectronic address onthe Internet.” 15U S. C
8§ 1127.
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| nt er net Nanes and Addr esses, 63 Fed. Reg. 31, 741, 31, 746-47 (June 10,

1998); FEirst WPO Internet Domain Nanme Process: Archive, at

http://w po2. w po.int/processl/index.htm (visited Cct. 30, 2001)
(describingincreased commerci al use of the I nternet and associ at ed
potential for trademark di sputes). Because of their easily renenbered
form domai n nanes have becone business identifiers inportant to
of feri ng goods and services onthe Internet. The i nportance of having
one' s recogni zed trademar k as a domai n nanme stens fromt he fact that
many | nt ernet users, when | ooki ng for a conpany's Wb site, may sinply
infer the Web site's address by extrapolating fromthe conpany's
recogni zed trademark. H. R Rep. No. 106-412, at 5. For instance, a
person | ooking for the Coca-Cola Conpany's Web site mi ght enter
"www. cocacol a. com' i nto her Wb browser, assum ng (correctly) that it
woul d turn up the Coca-Cola Conpany's official Wb site.

As conpani es seek toincorporate their nationally registered
trademar ks i nt o domai n nanes t hat t hey can use t o pronot e goods and
services, they often findthat the nanes, or nanmes confusingly simlar,
have al ready been regi stered by individuals unconnected with t he
conpany. Delta & Matsuura, supra, 8§ 5.04[B], at 5.58.2. This
occurrence i s unsurprising because the initial domain nane registration
systemis a non-governnental |l y operated, first-conme, first-served
systemt hat does not inquireinto potential conflicts with tradenarks.

|d.; seealso Sporty's Farm 202 F. 3d at 493 (attributingincreasing
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cybersquatting to "l ack of any regul atory control over donmai n nane

registration"); PanavisionlInt'l, L.P. v. Toeppen, 141 F. 3d 1316, 1318-

19 (9th Cir. 1998) (noting that NSI, theregistrar involvedinthis

case, does require registrants to represent that they are not

infringing any trademarks, but does not nake any inquiry of its own).
I n the past, confusingly sim|lar trademarks coul d exi st

simul taneously i n different geographi cal areas or indifferent business

sectors wi thout creating consumer confusion. The internet has

drastical |l y changed thi s situati on because a domai n nane i s bot h uni que

and gl obal in scope. F.L. Street & MP. Grant, Lawof the Internet 8§

4-1, at 437 (2001); see also I nternet Architecture Board, Request For

Comrent s: 2826, | AB Technical Comment on the Uni que DNS Root, at
http://wwv. rfc-editor.org/rfc/rfc2826.txt (2000) ("To remai n a gl obal
networ k, the Internet requires the existence of a gl obally unique

publ i c name space."); Second WPOReport, supra, at 1 59. For exanpl e,

a party cannot regi ster and use corinthians.cominthe United States
whi | e anot her party registers and uses corinthians.comin Brazil.
Simlarly, one party cannot regi ster that domai n nane t o post Bi bli cal
messages while another uses it to pronote a soccer team
Corint hians.com |ike any domai n nanme, i s uni que and its use by one

party is nutually exclusive with its use by any other party.
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B. Facts

| n August 1998, Sallen registered corinthians.comw th
Net wor k Sol utions, Inc. ("NSI"). NSI is one of several donmai n nane
regi strars accredited by the I nternet Corporation for Assi gned Nanes
and Nunbers ("I CANN'), anot-for-profit corporationthat adm nisters
t he domai n nane syst empur suant to a Menor andumof Understanding with
the United States Departnment of Commerce, see Menorandum of
Under st andi ng Bet ween t he U. S. Departnent of Comrerce and | nt er net
Cor poration for Assigned Nanes and Nunmbers (1998), avail able at
http://ww. ntia. doc. gov/ nti ahonme/ donmai nnanme/ i cann- menor andum ht m

(visited Nov. 5, 2001); Second WPOReport, supra, at § 3 (descri bing

| CANN' s formation); The I nternet Corporation for Assi gned Nanes and
Numbers, http://ww.icann.org (last updated Oct. 30, 2001).
When a domai n nane regi strant regi sters a donmai n name with
a registrar, such as NSI, the parties enter into a registration
agreenent. Sallen's registration agreenent, |ikeall registration
agreenents for second | evel domai n nanes wthinthe.com .net, .org,
.biz, .info, and .nane top | evel donai ns, incorporates the terns of the
UDRP. See Uni formDomai n- Name Di sput e- Resol uti on Policy: General
| nformation, at http://ww.icann.org/udrp/ (last updated Aug. 26,
2001); UDRP note 2; id. 1. This is because registrars have agreed,
or have been required by ICANN, to incorporate the UDRP into

regi stration agreenents for these second | evel domai n nanes, Uniform
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Domai n- Nane D sput e- Resol ution Policy: General Information, supra; UDRP
note 2, and regi strants nust accept the UDRP's ternms in order to

regi ster adonainnane. Parisi v. Netlearning, Inc., 139 F. Supp. 2d

745, 746 (E. D. Va. 2001) (noting that "the UDRP bi nds regi strants by

virtue of their contracts with registrars”); see also Second W PO

Report, supra, at § 73 (noting that 1 CANNuses its control over the

domai n name systemto i npose the UDRP through contract).

By its terns, the UDRP governs disputes between the
registrant andthird parties over the regi strati on and use of a domain
name. UDRP Y 1. Inparticular, the UDRP only governs al |l egati ons by
third party trademark hol ders asserting that aregi strant has engaged
in"cybersquatting." Under the UDRP, aregistrant is "requiredto
submt to a mandat ory adni ni strative proceedinginthe event that a
thirdparty . . . asserts,” to an | CANN- approved adm ni strative di spute
resol ution service provider, that (1) theregistrant's domainnaneis
"identical or confusingly simlar toatrademark or service mark in
whi ch t he conpl ai nant has rights"; (2) theregistrant has "norights or
legitimate interests” inthe domain nane; and (3) theregistrant's
domai n nanme "has beenregistered andis beingusedinbadfaith." [d.
1 4. Aconpl ai nant under t he UDRP nust establish all three elenmentsto
prevail.

UDRP pr oceedi ngs are conduct ed by adm ni strative di spute

resol ution service providers approved by I CANN. 1d. |CANN has
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accredited four service providers and WPOi s one of them Second WPO

Report, supra, at 7 10. Between Decenber 1999, when t he UDRP fir st

cane into force, and July 2001, over four thousand cases were brought
under t he UDRP and roughly two-thirds of these cases werefiledwth
WPO. |d. at T 11.

Appr oxi mat el y one year after regi stering corinthians.com
Sal | en sent an enmai | to representatives of Corinthians statingthat he
had "been contacted recently, by several people in brazil [sic],
regar di ng t he purchase of [corinthians.con]"” andthat it occurredto
himthat "it isin[Corinthians's] interest toownit." CL responded
by sendi ng Sal | en a cease and desi st | etter concerning corinthi ans. com
Sall en did not respond. At sone point, Sallen posted Biblical materi al
on the corinthians.com Wb site. Sallen asserts that he posted
Bi bl i cal materi al before any di spute over the domai n nane arose; CL
di sagrees and asserts that no content was present onthe site at the
time it sent the cease and desist letter to Sallen.

On May 18, 2000, CLfiled a conplaint with WPO, asserting,
under UDRP § 4(a), that (1) Sallen's domai n nane was confusingly
simlar toitstrademark; (2) Sallen had norights inthe domain nane;
and (3) Sallen had regi stered and used the nane in bad faith. Sallen
participatedinthe WPOdi spute resol ution process by filingboth a
response and a suppl enental responseto CL's conplaint. The di spute

was ultimately resolvedin CL's favor approxi mately two nonths | ater,
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on July 17, 2000. Corinthians Licencianmentos LTDA v. Sallen, No.

D 2 0 0 0 - 0 4 6 1 , a t

http://arbiter.w po.int/domins/decisions/htmnl/2000/d2000-0461. htm .
CL is the exclusive licensee of Corinthians's intellectual

property, whichincludes the "Corinthiao" mark regi stered with the

Brazilian Institute of I ndustrial Property, but not wththe United

St at es Patent and Trademark Office. It is undisputedthat Corinthians

i s apopul ar and wel | known soccer teamin Brazil. See Chanpions 2000:

FromSydney to the Bronx, the Wnners, N. Y. Tines 8 8, at 5 (Dec. 31,

2000) (listing Corinthians as FI FACl ub Wrl d Chanpions); Victor's

Spoils: Corinthi ans Takes No. 1 After C ub Worl d Chanpi onshi p, at

http://sportsillustrated. cnn. conm soccer/worl d/topl0/ news/ 2000/ 01/ 17/ w
orl dsoccer topten/ (Sept. 4, 2000) (noti ng t hat Cori nt hi ans won "t wo-
straight Brazilian national chanpionships").

The W PO panel found that Sallen's corinthians. comdonain
name was "identical or confusingly simlar to" CL's "Corinthiao"* mark,
mai nly on t he grounds that "when conpari ng Corint hi ans" wi th Corinthi ao
"t he domai n name at issue i s phonetically nearly identical tothe
Conpl ai nant' s trademark." Then, findingthat Sall en di d not use or
prepare to use t he domai n nane "i n connectionw th a bona fide offering

of goods or services" before he had recei ved noti ce of the di spute,

4 It is unclear fromthe W PO panel decision whether the
correct spelling of the Portugese word is "corinthiao" or "corianthi ao”
because the panel opinion uses both spellings interchangeably.
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UDRP T 4(c) (i), and that he was not "maki ng a | egi ti mat e noncommer ci al
or fair use of the donmai n nane, w thout intent for comrercial gain[or]
to msleadingly divert consuners,” id. T4(c)(iii), the panel concl uded
that Sallenhad "norights or legitimate interests” in corinthians.com
id. T4(a)(ii). Finally, the panel concl uded that Sallen registered
and used corinthians.cominbadfaith, id. T4(a)(iii), because he
regi stered the domain nane primarily for the purpose of sellingit to
CL, id. T 4(b)(i). The panel ordered that the registration of
corinthians.combe transferred to CL.

The domai n nanme was not i nmedi ately transferred, however.
Under t he UDRP, a di sappoi nted respondent has ten busi ness days from
t he day of the panel's decisiontofile acourt action, inwhichcase
t he domai n name regi strar i s contractual ly bound to "not inpl enent the
Adm ni strative Panel's decision” and to "take no further action” until
t he regi strar recei ves evi dence that t he di spute has been resol ved or
that the court has dism ssed the |awsuit or ruled against the
respondent on the nerits. Id. T 4(k).

On August 2, 2000, Sallenfiled aconplaint infederal court,
staying the WPOpanel's transfer order. Sallen's conpl ai nt sought
declaratory relief to establish that his registration and use of
corint hi ans. comwas not unl awf ul under t he ACPA and t o est abli sh t hat
he was not requiredto transfer corinthians.comto CL. He all eged t hat

under the ACPA, he did not have abad faithintent toprofit fromCL's
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t rademar k, corinthians.comis not confusingly sim|lar to Corinthi ao,
and he had a reasonabl e bel i ef that his use of corinthians. comwas fair
or otherw se | awful.
CL noved to di sm ss Sal |l en' s conpl ai nt, argui ng t hat the
district court | acked subject matter jurisdiction, see Fed. R Civ. P.
12(b) (1), because Sal | en requested a decl arati on of his rights under
the ACPA and CL had no intent to sue Sallen under the ACPA.° The
district court agreed, hol ding:
Based on t he represent ati ons made by Def endant, Cori nt hi ans
Li cenci anentos ("CL") that it "has no intent to sue
Plaintiff under the ACPA for his past activities in
connectionw th corinthians.com the MbtiontoDismssis
GRANTED. Jurisdictionunder 28 U.S.C. § 2201 i s proper only
i f there exists an actual controversy between the parti es.
Absent the threat of suit there is no controversy and

jurisdiction is |acking.

Sallen v. Corinthians Licenci anentos LTDA, No. 00-11555 (D. Mass. Dec.

19, 2000) (order granting defendant’'s notionto dism ss) (citation

omtted).® Sallen appeal sthedistrict court's order dism ssinghis

5 Fol l owi ng the district court's Novenber 21, 2000, heari ng on
CL's notion to dism ss, this action was consol i dated wi t h anot her
action, Sallen v. Desportos Licenci anent os LTDA, No. 00-12011 (D. Mass.
filed Sept. 29, 2000), between Sal | en and anot her party who was a party
ininterest with CL. The facts of the Desportos Licenci anentos
di spute, whichinvolves the Wb site cruzeiro.com are, inall rel evant
respects, simlar to the facts of the Corinthians dispute. Qur
j udgnment today governs both. Corinthians has saidthat Sallen may no
| onger be pursuing the Desportos dispute; this we | eave for the parties
and the district court to determ ne on remand.

6 The district court's order i s unclear, but we assune t hat
di sm ssal was for |ack of subject matter jurisdiction given the
parties' argunentsinthedistrict court, whichwerelimtedto subject
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conplaint for |ack of subject matter jurisdiction.
M.
Qur reviewof thedistrict court's order dismssing Sallen's
conpl ai nt for | ack of subject matter jurisdictionis de novo. Corrada

Bet ances v. Sea-Land Serv. Inc., 248 F. 3d 40, 44 (1st Cir. 2001). The

basi ¢ framework for anal yzi ng federal subject matter jurisdiction has
| ong been settled. Jurisdiction depends uponthe facts as t hey exi sted

when t he conpl ai nt was brought.” Millen v. Torrance, 22 U. S. 537, 539

(1824). For afederal court to have subject matter jurisdictionover
a di spute, astatute nust confer jurisdictiononthe federal court and
t he exercise of jurisdictionnust be consistent withthe Constitution.

Osborn v. Bank of the United States, 22 U.S. (9 Wheat.) 738, 817

(1824) .

The federal questionjurisdictionstatute, 28 U. S.C. § 1331,
states that "[t]he district courts shall have original jurisdiction of
all civil actions arising under the Constitution, |aws, or treaties of
the United States.” 28 U.S.C. § 1331 (1994). In order to determ ne

whet her a case ari ses under federal | aw, we | ook at the plaintiff's

matter jurisdiction. Inaddition, althoughthe order states that there
is nocontroversy, as required by 28 U.S.C. § 2201, the order does not
even nention 15 U. S. C. 8§ 1114(2)(D)(v), whichis central to Sallen's
cause of action. Because our reviewis de novo, we nmake reasonabl e
assunmptions and discuss all relevant issues.

! Sone event s subsequent tothe filing of the conplaint can,
of course, defeat jurisdiction. DeFunis v. Odegaard, 416 U. S. 312
(1974) (per curiam. No such events have occurred in this case.
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wel | - pl eaded conplaint. Louisville &Nashville R R _Co. v. Mottl ey,

211 U. S. 149, 152 (1908). Sallen's conplaint alleges a cause of action
under federal [ aw, nanely 15 U S.C. § 1114(2)(D)(v), and so hi s cause
of action arises under federal |aw for purposes of 8§ 1331.8

CL asserts that Sallen's action does not arise under 8§
1114(2) (D) (v) because he has not provi ded notice to a"mark owner" as
requi red by t he statute and because there i s no di sput e under t he ACPA
CL's argunent is without merit. Sallen has clearly stated in his
conpl aint that § 1114(2)(D)(v) is the basis for his requestedrelief.
Whet her or not Sallen can win his clai munder 8 1114(2)(D)(v) is a
separ at e questi on whi ch does not bear on jurisdictionunless Sallen's

claimis "whol ly i nsubstantial and frivolous." Bell v. Hod, 327 U. S

678, 682-83 (1946) (holding that jurisdiction"is not defeated. . . by
the possibility that the avernments m ght fail to state a cause of
action on which petitioners could actually recover").

Sall en's claimis not wholly insubstantial and frivol ous.

Whet her CLis a"mark owner” withinthe neaning of the statuteisin

8 This is not a conplicated "arising under" case where a
plaintiff is potentially using the declaratory judgment renmedy to
circunmvent the well - pl eaded conplaint rule. . Franchi se Tax Bd. v.
Constr. Laborers Vacation Trust, 463 U. S. 1 (1983); Skelly @l Co. v.
Phillips PetroleumCo., 339 U.S. 667 (1950). Here, 8§ 1114(2)(D)(v)
explicitly provides Sallen with a cause of action so there is no
guestion that Sallen's action arises under federal | awfor purposes of
§ 1331.
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di spute, but it is far fromfrivolous to argue that it is.® Sallen
cl ai ms that he gave noticeto CL as required by § 1114(2)(D)(v) and CL
does not disputethis. Instead, CL says that it has not registered
"Corinthians" as a U S. trademark and so Sal | en di d not provi de notice
to a "mark owner." CL's interpretation of "mark owner"™ is
unper suasi ve. The ACPA says "mark," not "regi stered mark," which §
1127 defines separately. Section 1127 defines "mark" to include "any
trademar k" and t hat sane secti on defines "trademark" as "any word,
name, synbol, or device . . . (1) used by a person, or (2) which a
person has a bona fide intention to use in comerce and appliesto
register onthe principal register . . . , toidentify and di stinguish
his or her goods . . . andto indicate the source of the goods." 15
U S C §1127. "Mark owner" must be under st ood agai nst t he backdrop of
U.S. trademark | aw, whi ch provi des sone protections to unregistered

mar ks. See VWAl -Mart Stores, Inc. v. Samara Bros., Inc., 529 U. S. 205,

210 (2000); Two Pesos, Inc. v. Taco Cabana, Inc., 505 U. S. 763, 768

(1992).
In addition, interpreting "mark owner” to apply only to

registered U.S. marks woul d create a perverse result at odds with our

9 As a general matter, thereis noprinciplethat all notice
provisions are jurisdictional. Indeed, tinely filing of EECC charges
is not jurisdictional inthe area of discrimnation|aw Zipesv.
Trans WorId Airlines, Inc., 455 U S. 385, 392-93 (1982). In addition,
CL does not contest Sallen's assertionthat he provided notice; CL's
only claimis that the notice was not to a "mark owner."
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vi ewof the ACPAas grantingrelief toregistrants who have wongly
| ost domain names in UDRP proceedings. It would be very odd if
Congr ess, whi ch was wel | aware of the international nature of trademark
di sput es, 1° prot ect ed Aneri cans agai nst reverse donmai n nane hi j acki ng
only when a regi stered Aneri can mar k owner was doi ng t he hij acki ng.
Such a policy woul d permt Anerican citizens, whose donmai n nanes are
subj ect to WPOtransfer orders, to get relief agai nst abusi ve mark
owners that have registeredinthe U S., but not agai nst abusi ve mark
owner s t hat have not regi stered (incl udi ng both forei gn mark owners and
donmestic mark owners that have not registered). It would |eave
regi strants unprotected agai nst reverse donai n nane hi j ackers so | ong
as the hijackers are not registered with the PTO.

Wthregard to whether thereis a di spute under the ACPA, the
text states a "registrant whose domai n name has been suspended,
di sabl ed, or transferred under a policy described under clause (ii)(l1l)
may, upon notice to the mark owner, fileacivil action. . . ." 15
U S C 8§81114(2)(D)(v). A"policy described under clause (ii)(lI1)"
i ncludes "any actionof . . . transferring. . . or . . . cancelinga

domainnanme -- . . . (Il) intheinplenentation of areasonabl e policy

10 15 U.S.C. § 1126, titled "International conventions,"”
provides for a"register of all marks conmuni cated [to the Director] by
the i nternati onal bureaus provided for by the conventions for the
protectionof . . . tradenmarks."” W have no evidenceintherecord as
to whether CL's "Corinthiao" mark, registeredinBrazil, would qualify
for protection under § 1126.
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by suchregistrar . . . prohibitingthe registration of a donai n nane
that isidentical to, confusingly simlar to, or dilutive of another's
mark." 1d. § 1114(2)(D)(ii)(11). It isundisputedthat Sallenis a
"registrant” and that the W PO panel ordered his domain nanme
transferred. The transfer was under a "policy" as defined by §
1114(2) (D) (ii)(11). That is, his domain nanme was transferred by NSI,
pursuant to its policy, stated in the UDRP, see UDRP  4(k), of
cancel ling or transferring donmai n nanes found by a di spute resol ution
panel to be confusingly simlar to others' trademarks. !

The anal ysi s i s not as sinpl e under the Constitution. The
guestion here i s whet her Congress has extended t he federal courts'
jurisdictionbeyond Articlelll"slimts by providing a cause of action
toindividual s such as Sallen. Articlelll statesthat "[t]he judicial
Power shal |l extendto all Cases . . . arisingunder this Constitution,
the Laws of the United States, and Treaties made . . . under their
Aut hority.” U. S. Const. art. Ill, 82, cl. 1. Articlelll acts as a
ceiling: Congress may confer federal jurisdictionupto Articlelll's
[imts, but not beyond. Gsborn, 22 U.S. (9 Weat.) 738. Although

Gsborn "refl ects a broad conception of "arisingunder' jurisdiction,"

1 We recogni ze that, at thetime the conplaint was fil ed, NSI
had yet to transfer the domain nanme. Pursuant to UDRP  4(k), NSI
automatically inplements WPO transfer orders unless the UDRP
respondent files aconplaint incourt withinten days. W think that
8§ 1114(2)(D)(ii)(Il), the statutory provision referenced in
8§ 1114(2)(D)(v), covers situations where a transfer by NSI is
i nevi table unless a court action is filed.
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Verlinden B.V. v. Cent. Bank of Nigeria, 461 U. S. 480, 492 (1983),

Congress may not extend that jurisdictionto decide federal questions
that are not Article Ill "Cases.” The "triad of injury in fact,
causation, and redressability conprises the core of Articlelll"'s case-
or-controversy requi rement, and the party i nvoki ng federal jurisdiction

bears t he burden of establishingits existence." Steel Co. v. dtizens

for aBetter Env't, 523 U. S. 83, 103-04 (1998) (footnote omtted).

If §1114(2)(D)(v) wereread to permt federal jurisdiction
i ninstances where no Articlelll case or controversy exists, thenthe
statute woul d run af oul of the Constitution. But we do not read 8§
1114(2)(D)(v) as granting federal jurisdictionover nere abstract
clainms of federal right where no Article lll case exists. Al though CL
has stated that it has nointent to sue Sall en under the ACPAfor his
past actions related to corinthians.com thereis indeed a controversy
between Sallen and CL: Sallen asserts that he has rights to
corinthians.comand CL asserts that it has nmutual ly exclusiverightsto
t he sane domai n nane. Since the dism ssal of Sallen's conpl aint, the
cori nt hi ans. comdonai n name has been transferred to CL and i s now bei ng
used to pronote the Corinthians soccer team Sallen asserts that the

domai n name bel ongs to him

12 The decl aratory judgnment statute, 28 U. S. C. § 2201, al so
codifiesthisrequirenent by referringto "actual controversy." That
statuteis largelyirrelevant tothis case because the ACPAitself
aut horizes declaratory relief.
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CL cl ai ns t hat a reasonabl e appr ehensi on of suit is required
toneet Articlelll's case or controversy requirenment. But thisis not
the only way to establish the exi stence of a case for purposes of
Articlelll. The reasonabl e apprehension of suit doctrine existsto
cabi n decl arat ory judgnent acti ons where t he only controversy surrounds

apotential, futurelawsuit. E.g., Biogen, Inc. v. Angen, Inc., 913 F.

Supp. 35 (D. Mass. 1996) (hol di ng no case or controversy exi sts when a
party brings a decl aratory judgnent action to declare patentsinvalid

and t he decl arat ory def endant prom ses never to sue onthe patents in

the future); Super Sack Mg. Corp. v. Chase Packagi ng Corp., 57 F. 3d
1054, 1058-60 (Fed. Cir. 1995) (sane). That is not this case.
Here, Sal |l en has al ready had transferred fromhi ma domai n
nane, towhich heclainstohavelegitimate rights, inaninternational
di spute resol ution proceeding. At thetine Sallenfiled his conplaint,
t he di sput e had al ready progressed far beyond t hose cases i n which a
decl ar at ory def endant only questi onably threatened suit. Sallen had
been brought before a WPOpanel, t he panel had f ound hi min vi ol ati on
of the UDRP' s cybersquatting provi sion, and t he panel had ordered t he
di sput ed domai n nane transferred to CL. Sallen objected to all of
this. As other courts have noted, a certain controversy renders the

"r easonabl e apprehensi on" questionirrelevant. Arrowhead | ndus. Water,

Inc. v. Ecol ochem Inc., 846 F. 2d 731, 736 (Fed. Cir. 1988); Waters

Corp. v. Hewl ett - Packard Co., 999 F. Supp. 167, 171 (D. Mass. 1998).
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According to CL, regardl ess of any UDRP di spute between it
and Sal | en, thereis no di spute under the ACPA. But this assunes t hat
a decl aration of conpliancewi ththe ACPAis only rel evant to defend
agai nst a potential |lawsuit under that very statute and that a
decl aration of Sallen's conpliance with the ACPA coul d not redress his
UDRP def eat. This assunptionisincorrect. Section 1114(2)(D)(v)
provi des a regi strant who has | ost a dormai n nanme under the UDRPwith a
cause of action for aninjunctionreturningthe domain name if the
regi strant can show that she is in conpliance with the ACPA. A
decl aration of Sallen's conpliance with the ACPAwoul d redress his | oss
of corinthians.comin the UDRP proceedi ng.

First, the UDRP clearly contenpl ates judicial intervention
and, infact, that the judicial outcome will override the UDRP one.
See UDRP 4(k) (stating that UDRP proceedi ngs shal |l not prevent either
party from"submtting the di spute to acourt of conpetent jurisdiction
for i ndependent resolution"); WrldIntellectual Property organi zation,

The Managenent of | nternet Nanes and Addresses: Intell ectual Property

| ssues: Final Report of the WPOI nternet Domai n Nane Process  150(v),
at http://w po2. wi po.int/processl/report/finalreport.htm (Apr. 30,

1999) [hereinafter First WPOReport] (statingthat UDRP adm ni strative

di sput e resol uti on procedures "shoul d not have (and cannot have) the
ef fect of binding precedent in national courts”); id. at T 196(v)

(stating that "[a] decision by acourt of conpetent jurisdiction, that
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is contrary to a determ nation resulting fromthe adm nistrative

procedure should . . . override the adm nistrative determ nation").

This is howthe UDRP has been i nterpreted. BroadBridge

Media, L.L.C v. Hypercd.com 106 F. Supp. 2d 505, 508-09 (S.D.N. Y.

2000) (concluding that a plaintiff that has filed an | CANN
adm ni strati ve proceedi ng may, before, during, and after filing such a

proceedi ng, bring an actionin federal court); Wber - St ephen Prods. Co.

v. Arnmitage Hardware & Bl dg. Supply., Inc., No. 00 C 1738, 2000 WL

562470, at *1-2 (N.D. I1l1. May 3, 2000) (concl udi ng that "the | CANN
Policy and its acconpanyi ng rul es do contenpl ate the possi bility of
paral | el proceedings infederal court” and that federal courts are "not
bound by t he out come of the | CANN adm ni strative proceedi ngs"); Parisi,
139 F. Supp. 2d at 746, 751-52 (concl udi ng t hat UDRP pr oceedi ngs shoul d
not receive the significant deference accorded to arbitrati on under the
Federal Arbitration Act).

The ability of the parties to a UDRP proceedi ng to seek
i ndependent resolution of the issues was part of the conprom se

codifiedinthe UDRP. See UDRP Y 4(k); First WPOReport, supra, at Y

139-140 (recommending, with the approval of "virtually all
comment ators,” that the UDRP "not deny the parties to the dispute
access to court litigation"); id. at Y 139, 150(iv) (noting that
parties shoul d be abl e to seek "de novo revi ew' of UDRP admi nistrative

di spute resolution). Because the UDRP explicitly contenpl ates
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i ndependent reviewin national courts, the cause of action Sal | en seeks
to assert is consistent with the UDRP's structure.

Si nce t he UDRP cannot confer federal jurisdictionwhere none
exi sts, the remai ning question is whether Congress has, in fact,
provi ded a cause of action to override UDRP decisions. Under §
1114(2) (D) (v), Congress has provided regi strants such as Sallenw th an
affirmati ve cause of action to recover domai n names | ost i n UDRP
proceedi ngs. The statute clearly states that a regi strant whose donai n
name has been "suspended, di sabl ed, or transferred" may sue for a
declaration that theregistrant is not inviolationof the Act and for
aninjunctionreturningthe domainnanme. 15U S.C. 8§ 1114(2)(D) (v).
Sallenis aregistrant. H s domai n nane has been transferred. Now he
sinply seeks the declaration and injunction that the statutory
provi si on makes avai |l abl e. Congress's authorization of the federal
courts to "grant injunctive relief to the domain nane registrant,
i ncluding the reactivation of the domai n nane or transfer of the domain
nane to t he domai n nane regi strant, " provides Sallenw th an explicit
cause of actiontoredress his |oss of corinthians.comunder the UDRP.

Cf. PHC, Inc. v. Pioneer Healthcare, Inc., 75 F.3d 75, 79 (1st Cir.

1996) (holding that federal jurisdiction clearly exists over
plaintiff's request for a declaration that it was not violating
defendant' s trademark rights andthat it was entitledtomaintainits

trademark registration).
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That a decl arati on of conpliancewith the ACPAtrunps t he
panel ' s findi ng of nonconpliancewth the UDRPis further supported by
t he over| ap bet ween t he two provi sions. I nthe WPOproceedi ng, the
panel found that corinthians.comwas confusingly simlar to CL's
trademark, that Sallen had no rights or legitinmate interests in
corinthians.com and that the donmai n nane was r egi st ered and bei ng used
inbadfaith. Sallen argues that, under U.S. | aw, none of these cl ai ns
is legally supported.

Al t hough CL recogni zes over | ap bet ween t he UDRP and t he ACPA,
it argues that W PO proceedi ngs determ ne whet her aregistrant's use of
a domai n nane i s in accordance wi th the UDRP, not whet her t here has
been aviolationof aU S. |law. But a WPOpanel's application of the
UDRP requires it toresolveissues of U S. lawin sone cases and, in
t hese cases, afederal court's decl arati on of a UDRP participant's
rights directly inpacts the decisionissued by the WPOpanel. For
i nstance, the panel foundthat Sallen had "norightstoor legitimte
interests inthe domain nane at i ssue." The panel concl uded t hat
publ i shi ng quotes fromthe Bi bl e before CL filedits conpl aint but
after Sallen had notice that there was a dispute brew ng was
insufficient toconstitutearight or legitimateinterest. Afinding
by a federal court that Sallen was within his rights when he used
corint hi ans. comto post Bi blical quotes woul d directly undercut the

panel 's concl usi on.
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Simlarly, the panel, takinginto consideration Sallen's
"lack of rights or interests inthe domai nnane,"” found that Sall en had
regi stered and used corinthians.comin bad faith. Again, Sallen
asserts that he had no bad faithintent because he bel i eved, and had
reasonabl e grounds to bel i eve, that his use of corinthians.comwas fair
or otherw se |l awful under 15 U. S. C. 8§ 1125(d)(1)(B)(ii). Afinding by
a federal court that Sallen was withinhisrights woul d necessarily
under mi ne t he panel ' s concl usi on t hat he used t he domai n nanme i n bad
faith.

More general ly, acourt's 8 1114(2)(D)(v) decisionthat a
party i s not a cybersquatter under the ACPA, and that a party has a
right touse a domai n nane, necessarily negates a WPOdeci sionthat a
party is a cybersquatter under the UDRP. The concl usion that a federal
court's interpretation of the ACPA supplants a WPO panel's
interpretationof the UDRPis further reinforced by the fact that WPO
does not create newlaw-- it applies existing law. 1In fact, the
applicationof the "l owest cormon denom nator of internationally agreed
and accept ed princi pl es concerni ng t he abuse of trademarks, " rat her
than the creation of newlaw, is part of the UDRP' s fundanent al

structure. See Second W PO Report, supra, at | 66.

CL clainms that it does not contest any of Sallen's ACPA
cybersquatting argunments, but instead defends W PO s deci si on t hat

Sal l en viol ated t he UDRP' s contractual prohibitiononcybersquatting.
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As CL understands the | aw, Sal |l en has wai ved hi s ri ghts under t he ACPA
by agreeing to di fferent standards under the UDRP. But § 1114(2) (D) (v)
pr ovi des di sappoi nted adm ni strative di spute resol ution participants
with a chance to haveany unfavorabl e UDRP decisionreviewedina U.S.
court. Wethink this provisionneans that afederal court's decision
that Sall en was i n conpliance withthe ACPA necessarily contradicts the
W PO panel's finding that Sallen |l acked a legitimate interest in
corinthians.com Congress has definedinthe ACPAwhat it nmeans to
lack alegitimate interest i nadomain nane under U. S. | aw. For that
reason, shoul d a federal court declare that Sallenisinconpliance
wi th the ACPA, that decl arati on woul d undercut the rational e of the
W PO panel deci sion.

Ve woul d not |ightly assume t hat Congress enact ed t he ACPA,
but i ntended al | domai n nane regi strants to be governed by a di fferent
standard, adm ni stered by i nternati onal dispute resolution panels, with
no eventual recourse to whatever affirmative protectionsthe U S. | aw
m ght provide. Acontextual understandi ng of § 1114(2) (D) (v) supports
readi ng the provision toinclude conplaints such as Sallen's. Section
1114(2) addresses limtationsonliability of potential defendants in
trademark i nfringement actions. Section 1114(2)(A) creates the
"innocent infringer" exceptionand 8 1114(2)(B) creates alimtation on
liability of advertisers. Section 1114(2)(D), added to t he LanhamAct

by the ACPA, creates, anong ot her things, an exceptiontoliability for
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domai n name registrars that transfer or revoke donmain nanmes from
regi strants pursuant to a policy by the registrar prohibiting
registration of domai n names that are "identical to, confusingly
simlar to, or dilutive of another's mark." 8§ 1114(2)(D)(ii)(11).
Section 1114(2)(D)(ii)(l) alsocreates an exceptiontoliability for
domai n nanme registrars that transfer or revoke domain nanes from
regi strants pursuant to a court order. The purpose of subsections
(D)(i)-(ii) is"toencourage domain nane registrars. . . toworkwith
t rademark owners to prevent cybersquatting through alimted exenption
fromliability for domain nane registrars . . . that suspend, cancel,
or transfer domain nanes pursuant to a court order or in the
i mpl enment ati on of a reasonabl e policy prohibiting cybersquatting.”
H R Conf. Rep. No. 106-464, at 116 (1999); see al so H R. Rep. No. 106-
412, at 15. Subsections (D)(i)-(ii) are, on this reading, quite
favorabl e to trademar k hol ders because t hey encourage donmai n nane
registrars to cooperate with trademark hol ders' attenpts to assert
their trademark rights.

Subsection (D) (iv) then provides that if aregistrar suspends
or transfers a registrant's domain name based on a know ng
m srepresentation by anot her person that "a domai n nane i s identi cal
to, confusingly simlar to, or dilutive of amrk," thenthe person
maki ng the m srepresentation is liable to the registrant. This

provi sion states that "[t] he court may al so grant injunctiverelief to
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t he domai n name regi strant, includingthereactivation of the domain
name or transfer of the domain name to t he donmai n nane regi strant. "
Thi s subsection, incontrast to subsections (D)(i)-(ii), "protects the
ri ghts of domai n nanme regi strants agai nst overreachi ng trademark
owners." H R Conf. Rep. No. 106-464, at 117. Although subsecti ons
(D (i)-(i1i) encourage enforcenent of policies agai nst cybersquatting by
facilitating cooperati on between registrars and trademark owners,
subsection (D)(iv) provides a counterwei ght to ensure that this
cooperati on does not result inreverse dormai n nane hi j acki ng, wher eby
trademar k hol ders abuse anti cybersquatting provi sions to take domain
names fromrightful, noninfringing registrants.

Subsection (D)(v), simlar to subsection (D)(iv), also acts
as a counterwei ght to offset potential overreaching by trademark
hol ders. Subsection (D) (v) was vi ewed as an "addi ti onal protection[ ]"
to subsection (D)(iv), designed to aid registrants who | ose their
domai n nanes t o overzeal ous trademark hol ders. 1d. Thesimlarity of
subsections (D) (iv) and (v) isreinforced by their parallel structure.
They use t he exact same | anguage, stating that "[t] he court may grant
injunctive relief to the domain nane registrant, including the
reactivation of the domai n nane or transfer of the domain nanetothe
domai n nane registrant."” Viewedincontext, andw th the structure of
the statute in m nd, subsection (D)(v) is best understood to provide

domai n nane hol ders with a cause of actiontorectify reverse domain
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nane hi j acki ng by trademar k hol ders usi ng t he UDRP process to require
registrants to transfer domai n nanes originally held by rightful users
under U. S. | aw.
The | egi sl ative history al so supports the propositionthat
8§ 1114(2)(D)(v) was intended to provide registrants in Sallen's
position with a cause of action. Senator Hatch, discussing 8
1114(2) (D) (v), which he of fered as an anendnent to the bill that was
enacted as the ACPA, expl ained that
a domai n name regi strant whose nane i s suspended i n an
extra-judicial dispute resolution procedure can seek a
decl aratory j udgnent t hat his use of the nane was, in fact,
| awf ul under the Trademark Act. This clarificationis
consi stent with ot her provisions of thereportedbill that
seek to protect domai n nane regi strants agai nst overreachi ng
trademar k owners.
145 Cong. Rec. S10,516 (1999). ' This provision, along with others
added by t he Hat ch- Leahy anendnent s, was under st ood by Senator Hatch to
"bal ance the rights of trademark owners with the interests of Internet
users” and to "preserv[e] therights of I nternet users to engage in

protected expression online and to make | awful uses of others’

trademarks i n cyberspace.” 1d. at S10,515. Subsection (D)(v) is best

13 We note ACPA | egi sl ative history to the contrary, which
di scusses the neani ng of a "reasonabl e policy" asthetermis usedin
8§ 1114(2) (D) (ii)(I'l). See H R Rep. No. 106-412, at 15. It states
that "[t] he act anti ci pates a reasonabl e pol i cy agai nst cyberpiracy
wi Il apply only to marks regi stered on the Principal Register of the
Pat ent and Trademark O fice." 1d. Inlight of the above di scussi on,
however, we find this evidence insufficient tosupport CL's argunent.
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under st ood as creating a protection for registrants to counteract
abusi ve behavi or by trademark hol ders. And this abusi ve behavior is
best understood to include admnistrative dispute resolution
proceedi ngs under t he UDRP wher e t hose proceedi ngs are i ntended, as
Sal | en has asserted, to strip a donai n name froma regi strant who has
lawfully registered and used that domain nane.
| V.
For these reasons, the district court's decisionis reversed

and the case is remanded.
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